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Art Unit: 3676 

DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed May 25, 2006 fails to comply with 37 CFR 
1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. Specifically, 
the Examiner is referring to document number 02/07994 that is for an automobile tire, which is 
no way related to the current invention. It has been placed in the application file, but the 
information referred to therein has not been considered. 

Drawings 

2. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the control means and releasable 
locking means must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

3. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 3. 

4. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
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must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Claim Objections 

5. Claims 10 and 17 are objected to because of the following informalities: in claim 10, the 
word —a— should be added after "in" at the end of the first line; in claim 17, the recitation of "as 
scraper" should be —as a scraper—. Appropriate correction is required. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-3 and 7-18 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
5,141,063 to Quesenbury. 
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Regarding claims 1 and 9, Quesenbury discloses a method of removing a body of 
selected material from the interior of a casing 1 1 extending into a borehole formed in an earth 
formation (Fig. 6), the method comprising: a) lowering a drill bit 2 for further drilling of the 
borehole, into the casing, the drill bit having a longitudinal axis of rotation during operation, the 
drill bit comprising rock cutting means 5, at least one protection member 6 for protecting the 
inner surface of the casing from contact with the rock cutting means, each protection member 
being adapted to remove said selected material from the interior of the casing and being radially 
movable towards the inner surface of the casing, and control means 17 for applying a radially 
outward force of controlled magnitude to the protection member; b) rotating the drill bit in the 
casing; and c) operating the control means so as to apply said radially outward force of 
controlled magnitude to the protection member (Figs. 3 and 4; col. 4, lines 26-53). 

Regarding claims 2, 3, and 10, the drill bit comprises a reamer arm 3 movable in radial 
direction relative to said axis of rotation, wherein the rock cutting means 5 and each protection 
member 6 are provided at the reamer arm, and wherein step c) comprises operating the control 
means so as to move the reamer arm in radially outward direction relative to the axis of rotation 
by controlling the rate of fluid pumped to the control means (col. 5, lines 31-67). 

Regarding claim 4, the drill bit is axially moved through the casing simultaneously with 
steps b) and c) (col. 3, lines 5-15). 

Regarding claims 7, 8, and 19, the body of selected material includes a body of cement 
located in a lower end portion of the casing, and the body of selected material extends into a 
lower end portion of the casing, said lower end portion having a larger inner diameter than a 
remainder portion of the casing that contains the restriction 1 (Fig. 6). 
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Regarding claims 1 1 and 12, releasable locking means 10 is released by the action of the 
control means (col. 5, lines 23-30). 

Regarding claims 13-15, the protection member 6 is formed as an integral part of the 
reamer arm 3, and wherein the reamer arm is provided with gauge protection means 7 for 
protecting the reamer arm against wear during further drilling of the borehole with the drill bit, 
and wherein the protection member is arranged on top of the gauge protection means at the 
radially outward side thereof (Figs. 1-4; col. 4, lines 53-60). 

Regarding claims 1 6 and 1 7, the protection member 6 is rounded when viewed from the 
top to match the circumference of the casing and/or the borehole being drilled (Fig. 5), and the 
member 6 is a scraper (col. 4, lines 45-50). 

Regarding claim 18, the protection member is adapted to substantially vanish due to wear 
during drilling into the earth formation with the drill bit, as is notoriously known in the art for 
drilling elements to do over time (see also col. 7, lines 31-42). 

8. Claims 1, 4-7, 9, 17, and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US 2,857,141 to Carpenter. 

Regarding claims 1 and 9, Carpenter discloses a method of removing a body of selected 
material from the interior of a casing 1 2 extending into a borehole formed in an earth formation 
(Fig. 2), the method comprising: a) lowering a drill bit 10 for further drilling of the borehole, into 
the casing, the drill bit having a longitudinal axis of rotation during operation, the drill bit 
comprising rock cutting means attached to element 20, at least one protection member 28 for 
protecting the inner surface of the casing from contact with the rock cutting means, each 
protection member being adapted to remove said selected material from the interior of the casing 
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and being radially movable towards the inner surface of the casing, and control means 34 for 
applying a radially outward force of controlled magnitude to the protection member; b) rotating 
the drill bit in the casing; and c) operating the control means so as to apply said radially outward 
force of controlled magnitude to the protection member (Figs. 1- 4; col. 2). 

Regarding claims 4-7, 17, and 19, the bit is moved axially, either upwardly or 
downwardly, to remove the annular portion of the cement left on the walls of the casing after the 
cement was initially drilled through (col. 3, lines 20-59). 

Conclusion 

9. The prior art made of record on form 892 and not relied upon is considered pertinent to 
applicant's disclosure. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer Gay can be reached on 571-272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (In USA or Canada) or 571-272-1000. 



December 19, 2007 



i Shane (Bomarl 
Patent Examiner 
Art Unit 3676 



